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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments, filed 04/1 0/09, with respect to claims 1 -2 and 1 0-1 5 have 
been fully considered and are persuasive. Upon further review, the examiner has 
incorporated the cited prior arts, to further teach the claimed limitation as set forth 
below. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 1-8,1 0-20 are rejected under 35 U.S.C. 1 01 as not falling within one of 
the four statutory categories of invention. Supreme Court precedent 1 and recent 
Federal Circuit decisions 2 indicate that a statutory "process" under 35 U.S.C. 101 must 
(1) be tied to another statutory category (such as a particular apparatus), or (2) 
transform underlying subject matter (such as an article or material) to a different state or 
thing. While the instant claim(s) recite a series of steps or acts to be performed, the 
claim(s) neither transform underlying subject matter nor positively tie to another 

1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. 
Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 In re Bilski, 88 USPQ2d 1385 (Fed. Cir. 2008). 
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statutory category that accomplishes the claimed method steps, and therefore do not 
qualify as a statutory process. 

In this case, specifically, claims 5-8 are directed to a system. However, use of the 
word "system" in the preamble does not inherently mean that the claims are directed 
towards a machine. These claims recite "a system" comprising solely of software alone 
and/or merely the manipulation of abstract ideas i.e. mathematical algorithms. Because 
of this, claims lack the necessary structural elements to be an "apparatus" and support 
even in its broadest reasonable sense, the preamble. Furthermore, applicants cite no 
such specific claim limitation to produce a useful, concrete, and tangible result as 
required by MPEP and case laws. 

Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

5. Claims 1-8, 10-17 are rejected under 35 U.S.C. § 112, first paragraph because 
current case law (and accordingly, the MPEP) require such a rejection if a § 101 
rejection is given because when Applicant has not in fact disclosed the practical 
application for the invention, as a matter of law there is no way Applicant could have 
disclosed how to practice the undisclosed practical application. This is how the MPEP 
puts it: ("The how to use prong of section 112 incorporates as a matter of law the 
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requirement of 35 U.S.C. § 101 that the specification disclose as a matter of fact a 
practical utility for the invention.... If the application fails as a matter of fact to satisfy 35 
U.S.C. §1 01 , then the application also fails as a matter of law to enable one of ordinary 
skill in the art to use the invention under 35 U.S.C. S 112."): In re Kirk, 376 F.2d 936, 
942, 153 USPQ 48, 53 (CCPA 1967) ("Necessarily, compliance with § 112 requires a 
description of how to use presently useful inventions, otherwise an applicant would 
anomalously be required to teach how to use a useless invention.") See, MPEP 2107.01 
(IV), quoting In re Kirk (emphasis added). Examiner made a § 101 utility rejection of the 
claim because it fails to indicate a specific practical utility (i.e. practical application) for 
the claimed invention. Therefore, claims 1-8 and 10-17 are rejected on this basis. 
Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-8, 9-17 are rejected fewer than 35 U.S.C. 103(a) as being un 
patentable over Sones (USP 5, 91 1 ,003), and Shiraiwa (USP 7,098,944), further in view 
of Garcynski et al. (USP 6,357,658). 

With regard to claim 1 , Sones '003' teaches an apparatus (fig 2) for reproducing 
image data formed by imaging an object, (image formed by camera 30 of fig 2) 
comprising: a reader circuit (30 of fig 2) for reading out image data, first color space 
information represented by a plurality of coefficients converting the image data in a color 



Application/Control Number: 10/820,032 Page 5 

Art Unit: 2625 

space set when imaging the object, (col.3, lines 57-65) and color temperature 
information optimum for the first color space information (fig 6c, 372-378 of fig 6c); a 
first color space corrector for correcting the image data based on the first color space 
information (col .1 , lines 35-40); a second color space corrector for correcting the image 
data adjusted by said color temperature adjuster based on second color space 
information represented by a plurality of coefficients converting the image data to a 
color space set in said apparatus, (the offset values for each color are about 5-10 for 
the selected 0-255 base ten range of each color component. The offset values may drift 
with temperature and time so that it is preferred to perform an offset correction on every 
image using a portion of representative pixels from region B, col. 7, lines 20-30). 

Sones '003' dose not teach a color temperature adjuster for correcting the 
image data corrected by said first color space corrector based on the color 
temperature information. 

However, Shiraiwa '944' teaches a color temperature adjuster for 
correcting the image data corrected by said first color space corrector based on 
the color temperature information (col. 2, line 5-15). 

Further, Sones '003' in combination with Shiraiwa '944', still do not teach or 
disclose wherein the reader circuit reads out the image data in a form of raw pixel data. 

Garczynski '658' teaches the reader circuit reads out the image data in a form of 
raw pixel data (as discussed in co1.12, lines 10-19, ata is normally transmitted in the 
orientation scanned, but may be rotated in memory to present a view consistent with 
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normal viewing (e.g., portrait or landscape), the entire form may be imaged at 200 dpi, 
but to conserve, memory, as well as processing and transmission times, signature 
areas are normally restricted to smaller rectangular areas. Signatures are most 
frequently scanned at 200 dpi, and data is transferred as a black/white image in either 
raw pixel form or compresses via facsimile group 4 Algorithm). 

Therefore, It would have been obvious to a person with ordinary skill in the art at 
the time the invention was made to have modified the imaging device of Sones '003' in 
combination with Shiraiwa '944' by the teaching of Garcynski '658' for the purpose of 
obtaining a perfect final image, for all the prints of different color to be exactly 
superimpose, and it should be clear to one skilled in the art that anyone of a 
wide variety of image processing device can be similarly employed to accomplish this 
desired result without depending from the teaching of the present invention. 

With respect to claim 2, Sones teaches the apparatus (as shown in fig 2 
and 3), wherein the first color space information includes a standard prescription 
for a color space proposed by a manufacturer, and the second color space 
information defines a color space desired by a user of said apparatus (col .12, 
lines 5-15). 

With respect to claims 3 through 8 and 10-17, since claims are similar to above 
rejected claims. Claims are similarly rejected as applied to above indicated claim 1 and 
2. 
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Conclusion 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Negussie Worku whose telephone number is (571)272- 
7472. The examiner can normally be reached on 9am-6PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on 571-272-7402. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Negussie Worku/ 
Examiner, Art Unit 2625 



